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REPLY BRffiF ON APPEAL 



The Honorable Board of Appeals and Interferences 
United States Patent and Trademark Office 
Washington, D.C. 20231 

Dear Honorable Board: 

We rely on our Appeal Brief of record, and reply only to address several inaccurate 
statements made in the Answer. 

First, the Answer's statement that "the rejections of claims 19 and 20 stand or fall 
together" is meaningless. Rejections do not stand or fall together: it is claims that are subject to a 
common rejection that can stand or fall together, or separately, at Appellant's discretion. Here, 
claims 19 and 20 are subject to different rejections under different statutes, so the claims do not 
stand or fall together. 

Second, the Answer attempts to characterize the subject claim limitation as merely "an 
intent to use". This is untrue. There is no intent to use limitation at issue and the Answer's 
repeated attempt to characterize the issue as such misrepresents the record. 

Third, the Answer persists in alleging that the written instructions recited in the claims of 
innumerable issued US Patents are not imparting patentability, and in particular, that the recited 



SEQ ID NOS of US 6,177,407 are imparting patentability. This is not true, and we refer the 
Board to footnote 2 of our Appeal brief, which the Answer appears to ignore. 

Finally, we believe the present rejections are premised on a fundamental 
misunderstanding of the law. Instructions (i.e. algorithms) can provide not only a proper claim 
limitation, they can impart patentability even in the absence of the recitation of other structure. 
We request that the Examiner and/or Supervisor consult with Steven Kunin, who has substantial 
experience with this legal issue, before forwarding this appeal to the Board. 

Appellants respectfully request reversal of the pending Final Action by the Board of 
Appeals. 

Appellants hereby petition for any necessary extension of time pursuant to 37 CFR 
1.136(a). The Commissioner is hereby authorized to charge any necessary fees associated with 
this communication to our Deposit Account No. 19-0750 (order no. BOO- 100-1). 
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